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—The MAILING DATE of this communication appears on the cover sheet beneath the correspondence address— 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE yj MONTH(S) FROM THE MAILING DATE 

OF THIS COMMUNICATION. 


- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed after SIX (6) MONTHS 
from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, such period shall, by default, expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reptv^within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timety, may reduce any earned patent 
terrr>M^^ 
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The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 1 03(a). 

Claims 1-32 and 39 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over DE 19714645 (Becker) in view of Carlson 5,415,612. 

Becker teaches an apparatus for coating comprising an applicator unit (15 or 16) 
for applying coating to a web (13) and roller (7 or 8) for guiding the web. The Becker 
roller including a core (2) having an outer surface; and a compressible covering (4) of 
an elastomeric material (see Figures 1-3). Becker teaches the elastomeric material 
layer has a plurality of pores or open-celled cavities uniformly distributed over the 
volume of the elastomeric layer. Becker teaches the pore or cavity size within the 
elastomeric material ranges between 0.05 to 1.0 mm, which reads on pores/cavities 
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size being substantially uniform in size. Becker fails to teach a bonding layer. 
However, it would have been obvious to modify the Becker roll in the coating apparatus 
to provide a bonding or adhesive layer between its core and covering to securely 
adhere the compressible covering to core since Carlson teaches using an adhesive 
material between the core and covering in order to secure different materials to one 
another to obviously prevent displacement of the layers over time in use of the coating 
roll. Thus, claim 1 and 17 are obvious over the combination of Becker and Carlson. 
With respect to claim 18, the same rejection applied to claim 1 is applied here. Further, 
Becker shows in Fig. 2, a roller (7) defining a press nip with the backing device (8). 
Becker roller (7) as shown is configured for receiving coating from an applicator unit. 
Thus, claim 18 is obvious over the above-cited references. With respect to claims 2 and 
19, Becker teaches his roller is made of a rubber-like material (element 5) and an 
intermediate layer of a compressible covering (element 4). See Becker's Figures 1 and 
2. With respect to claims 7 and 24, Becker teaches that the pores or cavities are air 
filled. Becker fails to teach the pores are open filled. Carlson teaches any preferred 
foam as the material in the compressible layer in accordance desired degree and ability 
to resist solvent (see column 3, lines 58-62 and column 5, lines 55-60). Therefore, it 
would have been obvious that the Becker cavities/pores in the compressible covering 
are open-celled in order to provide desired compressability. In any event, it would have 
been obvious to select an open-celled foam such as suggested Carlson as the material 
of construction of the Becker compressible covering to provide the desired 
characteristics as taught by Carlson et al. With respect to claims 3-4, 6, 8-15, 20-23 
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and 25-32, Becker shows the covering is monolithic. Becker teaches the thickness and 
hardness of the layers as well as the size of the cavities/pores set forth the above-cited 
claims (see pages 5-7 of the translation of Becker). With respect to claims 5, 16 and 
39, although Becker fails to teach the foam is cross-linked on the core, Carlson et al 
teaches the foam material is poured and cured on the metal core and cross-linked using 
the disclosed foam composition (see Example 3 for disclosure of a foam using a cross- 
linking agent). 

The rejection of claims 33-38 as set forth in Office action mailed June 2, 2004 
has an obvious typographical error since Carlson 5,645,000 was inadvertently omitted 
in the rejection of these claims. Yet claims 33-38 depend on claim 18 which had been 
rejected over the combination of DE 19714645 (Becker) and Carlson 5,415,162. 

Claims 33-38 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
DE 19714645 (Becker) in view of Carlson 5,415,162 and Rantanen et al 5,650,010. 

Becker and Carlson teach a coating apparatus as mentioned above. Becker fails 
to teach controlling operation parameters such as line force, surface or nip pressure and 
nip length in the claimed ranges. However, it was known in the art, at the time the 
invention was made to control operating parameters including nip pressure, linear load 
or force, and nip width or length (i.e., distance of the nip) in order to control coating 
weight on the web or the amount of material penetrated into the web as evidenced by 
Rantanen et al (see column 3, lines 52+ to column 4, lines 1-16). Therefore, given the 
teachings of Rantanen et al, it would have been obvious to one of ordinary skill in the art 
given the modifications of the Becker apparatus as discussed above to determine the 
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appropriate range for nip pressure, linear load or force, and nip width in accordance with 
the amount material desired to be penetrated into the web, with the most effective range 
for nip pressure, linear load or force, and nip width would be determined via routine 
experimentation and would only require routine skill in the art. 

Applicant's arguments filed September 9, 2004 have been fully considered but 
they are not persuasive. 

Applicant's argument that Becker and Carlson fail to teach the compressible 
coverage of an elastomeric material having a plurality of substantially uniformly 
distributed cavities, the cavities being of a substantially uniform size is found to be non- 
persuasive. Becker teaches the cavities within layer 4 are uniformly distributed through 
the layer. Becker teaches the size of the cavities varies from 0.05 millimeters to 1 .0 
mm. Becker fails to teach the cavities are of a substantially uniform size. However, one 
of ordinary skill in the art would have expected the cavities in the Becker layer 4 to be 
substantially uniform in size in order to be uniformly distributed through layer 4. Further, 
the determination of optimum range of pore size of the Becker roller would have been 
within purview of one skill in the art via routine experimentation since it has been held 
that where the general conditions of a claim are disclosed in the prior art, discovering 
the optimum or workable ranges involves only routine skill in the art. In re Allen, 105 
USPQ 223. 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 
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A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication should be directed to Brenda A. 
Lamb at telephone number (571 ) 272-1231 . 


EREMDA A. LAWS 



B.A. Lamb/dh 
December 7, 2004 


